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REMARKS 

In response to the subject Office Actioi:x, Applicant has herein made amendment to 
the daims and specification in order to overcome the Examiner^s objections and to fiirtibier 
clarify the distinctions between the cited prior art and the Claimed invention. 

In support of patentability, and in preparation for ^)peal. Applicant hereby 
incorporates all previous arguments made pursuant to this case by referrace. Aj^licant 
respectfully asserts that: 

1 . The Examiner has failed to make out prima &cie cases of obviousness because : 

a. as to tihie mediod claims (claim 9-13); none of the cited references discloses 
or hints at a cutting method using a powder-actuated tool (which is designed for use 
in driving naib and other fastens into concrete)^ UHman doesn^t disclose a 
••powder-actuated tool," wtdch is a gun conventionally used for firing nails into 
concrete. Uffman is a rotarv tooL 

b. Kaiser, Uffman and Bingham are all rotary cutting tools. Rotary cutting 
explicitly not punch cuttmg. In feet, it is the deficiencies presented in a rotary 
cutting method that Applicant's invention seeks to solve. As is clearly presented in 
Applicant's spBcification, the particular unidirectional punching apjwoach &cilitated 
by Applicant's claimed invention for forming a hole without the need of the backing 
plare makes it clear that a punch is not a rotarv cuttBr. As such, the claimed 
invaitions (^?i*dch all recite the punch limitation) recite elements that are distinct and 
nonobvious over the prior art Since these elements are not taught by the references, 
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the obviousaaess rejection is impropCT. The ExaoaiiiCT has &iled to provide any 
credible evidence to traverse Ai^licant's argument^ but rather concludes tbsX "a 
punch tool performs an equivalent function as a rotating cutting tool" 
c. In response to the Examiner's comments in Page 6 of his action. Since 
Kaiser does not disclose a punch design, Binsham does not disclose the claimed 
naandrel, jt^^rjg does not disclose the claimed punch, mandrel or method, combining 
these references will not render each and eveiy element of Applicant's claimed 
invention because all of the clfidmed el^ents cannot be ibund in such combination. 
Finthemiore, there is absolutely no suggestion to combine a punch (Bingham) \vith 
two rotary cutters. The detenxunation of obviousness must be made at ibe time of 
the claimed invention^ and not now in hindsight, as the Examiner appears to be 
doing. Applicant has provided ample support for why rotary cutters are unsuitable, 
and th^fore teach away from tixe claimed Inventions. 

2. Responding to the Examin^^'s final comment on Page 7, Applicant respectfolly 
asserts that the Morse referance is non-analogous, and the Examiner, while stating 
the ^)|^opriate standard^ has Med to ^ly the standard to our circumstances. If, as 
here, the reference has not been adequately shown to be in die field of applicant's 
endeavor, then he must show that it is Reasonably pertinent to the particular 
problem with which the applicant was concemed." Applicant's claimed punch tool 
does not perform an equivalent fiuiction as a rotating cutdng tool; a rotating cutting 
tool was and is unsuitable for solving Annlicant's particular problem, namely 
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fimxucag holes in steel plates 'm comm^ial constnidiQii. A xotating tool is the prior 
art for such problem; a punch is a drastic departure from tibie prior art 
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Condosion 

In view of Ihe foregoing amondments and remadcs^ Applicant respectfully requests 
that ti^ application be reconsidered, the claims be allowed, and Ifae case passed to issue. If 
any impedimeitt to the allowance of tibie claims retnains after consideration of this request for 
reconsideration, and such impediment could be aUeviated during a telephone interview, the 
Examiner is invited to telephone the undersigned so that such issues may be resolved as 
expeditiously as possible. 



Re^ectfully submitted, 
STEINS & ASSOCIAIES 
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